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ADVANCE \D 7.20
Trademarks - 

Make Them Your Own
March 1999

What is a trademark and why is it important to have one?

How do I register a trademark?

What would constitute an infringement of a trademark, and in which circumstances would someone borrow it?

INTRODUCTION

A trademark is a sign, word and/or logo that distinguishes the goods or services of one supplier from those of another.  It might be the name of your business or that of your product or service.  It is important to register this as your own property to prevent others passing off goods or services as yours.   This note outlines the process of registration and production and the protection that it provides.

THE PROCESS OF REGISTRATION
Trademarks are registered with the Trademarks Registry.  You must first ascertain that no one else has registered the mark you want and then you can apply to register it yourself.  The whole process can take as long as two years.  Once registered, your trademark is protected for your use for ten years.  This period can be renewed as many times as you wish.  The protection does not extend overseas so if you wish to use the trademark for goods to be exported you will need to apply for registration in the appropriate countries.

SEARCHING THE REGISTER
Before you apply to register your trademark you must make sure no-one else has already done so.  This involves searching the Register.  Woolford & Co. can do this for you.  All we need is:

· The proposed mark and/or logo.

· A full description of the goods or services it will apply to.

REGISTRATION
Once you have satisfied yourself that no-one else has registered your trademark, or anything else very similar, you can apply for registration.  The Registry will then examine your case, an exercise which takes six to twelve months.  If your application passes through this process it is then published in the Trademarks Journal for a period of three months.  If there is no third party objection at this stage the final documents are submitted and a certificate is issued within two to three months.  Once you have a certificate, the protection it affords goes back to the original date of your application. It is only active however from the first date of its use in the course of trade.

ASSIGNMENT AND LICENSING OF A TRADEMARK

You may allow other people to use your trademark or be authorised to use someone else's. This 'assignment' or 'licensing' of a trademark must be in writing and signed by the person to whom the trademark is registered.  The assignment or licence may be limited to only part of the product or service range to which the trademark applies or restricted to a certain geographical area.

You do not need to register an assignment or licence but, unless you do, the assignee or licensee will have no right to sue for infringement or be entitled to damages in that respect.  Such registration must be applied for within six months of the date of the transaction if the licensee or assignee is to have full entitlement to sue or claim damages or an account of profits.

TRADEMARK INFRINGEMENTS
A trademark has been infringed if:

· The same or a similar mark is used in respect of the same or similar goods or services.

· The same or similar mark is used in respect of any goods or services where the mark is deemed to have a recognised reputation.

NON-USE
If, within five years of its registration, a trademark has not been used by its proprietors or someone else with their consent, and its non-use appears unreasonable, it may be revoked.

COSTS
Costs vary widely, depending on the type of mark and whether or not a logo is included. 

Woolford & Co. are happy to organise a search of the register for you and then, if appropriate, put you in touch with an appropriate specialist to help with your particular type of application.

FOR GENERAL INFORMATION ONLY

This note is intended for general guidance only. There may be additional considerations that need to be taken into account in certain cases. If you require further information, we will be happy to provide more detailed advice based on your particular circumstances.

If you require more information please contact us







